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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). Ih no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 11 August 2005 . 
2a)n This action is FINAL. . 2b)EI This action Is non-final. 

3) G Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-9 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) E The drawing(s) filed on 03 May 2002 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) (3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/MaiI Date 1/5^04. 1/2/04 . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) Office Action Summary 



Part of Paper No./Mail Date 20050904 
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DETAILED ACTION 

Applicant's election without traverse of claims 1-9 in the reply filed on 8/1 1/05 is 
acknowledged. 

The requirement is still deemed proper and is therefore made FINAL. A 
complete reply to the final rejection must include cancellation of nonelected claims or 
other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Claims 10-60 are hereby cancelled. 

P = paragraph, i.e. pi = paragraph 1. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13-16, 20-23 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
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subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

In the present case, claims 13-16, 20-23 only recite abstract ideas. The recited 
steps of merely having a payment method that involves a payee, payer and a third party 
does not apply, involve, use, or advance the technological arts since all of the recited 
steps can be performed by use of shelves in a library, pencil and paper. These steps 
only constitute an idea of a method of classifying documents in general and not 
particularly in the technological arts. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Barbara 

etal. 

As per claim 1 , Barbara et al. discloses a method of making a payment from a 
payer to a merchant of the type where the payment involves the merchant accepting a 
proposed payment in the form of an account number having a standard syntax from the 
payer at completion of a purchase, followed by the merchant requesting an 
authorization for the proposed payment from a financial institution, the improvement 
comprising the following act perfomied by a trusted third party service: 

a) authenticating the payer and authorizing the proposed payment in a single 
integrated process conducted without the involvement of the merchant (The payer is 
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authorized/authenticated by a third party or financial institution tliat is separate from the 
merchant or receiver of the funds.) (abstract, figl , p21). 

As per claim 2, Barbara et al. discloses the act of: a) allowing a persistent 
channel to be established between the trusted third party service and the payer prior to 
the payer completing the purchase, and wherein the act of authenticating the payer and 
authorizing the proposed payment in a single integrated process comprises the act of 
verifying that the persistent channel is available, and optionally contacting the payer 
over the persistent channel for additional authorization, if additional authorization is 
required by predetermined preferences (connection between a payer and a third party) 
(abstract, figl, p21). 

As per claim 3, Barbara et al. discloses the acts of: a) receiving a request from a 
Payment Processor for approval of the proposed payment pertaining to the account 
number, whereby the account number was submitted as the proposed payment for the 
purchase; and b) transmitting an instruction to the Payment Processor which depends 
on whether the transaction is verified or denied (p21 , abstract, fig's. 1-4, p93). 

As per claim 4, Barbara et al. discloses wherein the trusted third party service 
comprises a portal accessible on a network through which the persistent channel may 
be established using a network accessible device (network/internet) (abstract, figl). 

As per claim 5, Barbara et al. discloses wherein the trusted third party service 
further comprises a telephone connection through which the persistent channel may be 
established (p55). 
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As per claim 6, Barbara et al. discloses wherein the transaction is an e- 
commerce transaction on the network, and wherein the transaction takes place between 
the payer's network accessible device and the merchant's world wide web site on the 
network (abstract, fig 1). 

As per claim 7, Barbara et al. discloses wherein the purchase involves personal 
contact between the payer and the merchant ("off-line bricks and mortar merchant") 
(P21). 

As per claim 8, Barbara et al. discloses wherein the Payment Processor is the 
issuer of a payment card account having the account number (p58, 61 & 93). 

As per claim 9, Barbara et al. discloses wherein the trusted third party service 
comprises an instant message system and the persistent channel is established over 
the instant message system (email) (p55, 98 & 103). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Behrang Badii whose telephone number is 571-272- 
6879. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



or faxed to (703)872-9306 

Hand delivered responses should be brought to 

United States Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



Any inquiry of a general nature or relating to the status of this application 



or proceeding should be directed to the Technology Center 3600 Customer Service 
Office whose telephone number is (703) 306-5771. 



Behrang Badii 
Patent Examiner 
Art Unit 3621 



BB 




